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Applicants' claims arc supported m a number ot'dilTcrcnt passaucs m the subject 
application. ()nl\' representativ e passages are cited below . Additional passages could ha\ e 
been listed, but ha\ e not been included tor the sake of bre\ it\-. 

PA I KM ( I AIM 19 AM) APPLK AN T S ( LAIM 2 

Claim 19 of the '304 Patent is dii"ccted to a i-cconibmanl expression construct capable 
of controlling the exf^resMon ol'a l\ so/\ nie protein through li [promoter m plants. 

Applicants" claim 2 corresponds to chum 19 of the '304 Patent and is copied m 
modiiled form from the patent. Claim 2 is supported in Applicants' specification as follows: 
Patent C/lam^ 19 Applicants' Disclosure 



19. A recombinant e.xpressK)n construct 



comprising a nucleotide sCLjUcncc 



CVMistriicts were subcloned into tlie \'iral 
\ ector Tl^ODA, a chimera between tobacco 
and toniato niosaic \ iiuses. 
(p. 47, Hues 7-8) 

The resultant v ector designated SBS5- 
rCjAL-12R, see Figure 2., exhibited stabilit\' 
upon passage on \. hcfitluniiiana plants, 
(p. 5 1 , lines 5-6) 

We combmed a dual promoter from 
CauliHower Mosaic \'irus (35S), a 
translational enhancer from Tobacco P4ch 
X'lrus and a poK'adenylation region from the 
nopal ine SN'iUhetase gene oW-lii^rohacicriuni 
(uiiijucicns w ith the natn e human CjC^B 
cDN.A to create plasmid pBSCi()3S, 
(p,22. Imcs 4-6) 

I 'sing a standard Agrobacterium-mediated 
transformation method, we regenerated 93 
independent kanam\'c in -resistant 
transformants from leaf discs oi' four 
different tobacco eultnars. 
(p. 22. lines 16-lS) 

(p. 49, lines 5-15) 
(p. 4". 1 mcs ^-S ) 

We fused the Cial-A cDN.A to a plant Mgnal 
peptide sequence derned form rice alj^ha- 
am\'lase gene, 
(p. 47, lines 3-4) 

The (x-galacti)sidasc gene fragment present 
m vector rCj/\L-12R v\as placed into iM\' 
vector Sl^Ss 



.\noi"nc\ Docl' 



oosoi oos'^.c IH sn 



and a promoter that rcgu kites the 
expression ol'tiie luieleotide 
seqiienee 

m a plant eell. 



produetion. Inniall\'. tiie human cx- 
galaetosi Jase A eI)NA \\ as tlised to a pUmt 
signal peptide sequenee dern ed from a nee 
a -alpha am\iase gene. This ehimerie gene 
was sLibcloned into the I'MV based 
expression \ eetor C )I)A resulting m a 
eonstruel designated r<jAL-A. see Table 1. 
X'eetor rCiAL-A was modified by the 
addition of the putati\ e I-R retention signal 
SI'^KDIT., resulting in the \ eetor designated 
i-CjAI.-AR. see lable 1. 
(p. 49, lines 5-15). 

{p. 49. lines 5-15) 
(p 22. lines 4-6) 



(p 22. kines 4-6) 
(p 50. hnes 12-14) 
(p 42. lines 1-4) 
(p. 30, lines 13-14) 

I'ranseripts we re prepared in \ itro and 
inoculated onto low er lea\'es of aetix ely 
grow ing NicotiiUia hcfithuDucnni plants. 
rp.51, lines 9-10) 

Young actively grow ing Nicoticuia 
henflnmiicina plants w ere inoculated with 
infectious transcripts of a recombinant plant 
\ iral construct containing the lyso/omal 
en/ymc transcripts of a recombinant plant 
\ iral construct containing the lysozomal 
enzN'me alpha galactosidase gene, 
(p. 44, lines 4-6). 
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kRoiH jsi 1) c oi N 1 1 

1 A recoinbiiiaiit expression construct c()m|)risiii<^ a iiiickotide setjuencc 

encoding a protein of interest and a promoter that re<^ulates the expression ot the 
nucleotide seijuenee in a phuit ceil. 

I^-oi'JO.sed C ount 1 coi-i-c>ponds lo claim 19 o!' the" 304 I^atenl, ( laim 19 i-ccite^ a 



Ikilcnl en^-oiii[Xi>>e^ .lii o: Ii^c -uniecl iiialter ol eiaini> 2()-3^>. t 'kiini> 3 are nK-rei\ 
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i'hc Rcmaiiiiivj Indcpoiidcnl ("laiin> 



The rcmaininii indcpciiLiciil claiins in ihc "304 Patent aic clamis 1-4U. 55. 5(>. 5" and 
( laiiii 1 t)rihc '3()4 Paicnl is noi palcnlabl> disiiiicl Irom patent claim 1 9 ( Pi'opo^cd 
C\)iint 1 ). as the formei^ nierel\ ivcites a method for expressmu a K sosoma! en/\'me usmu the 
construct defined m elami 19 (Proposed Count 1 ) in a transgenic pkmt or plant cell. In 
addition, the term "protein tU^ interest" included in Proposed Count 1 reads on the term 
"ly sosomal en/_\'me" mckided in patent claim 1. Claims 2-18 are dependent from claim 1 of 
the '304 Patent and therefore ihey are not patently distinct from claim 19 or C\)unt 1 for the 
same reasons. 

Cdaim 40 of the *304 Patent and its dependent claims (41-53) are not patent abl\ 
distinct from patent claim 19 (proposed count 1 ). Patent claim 40 includes the language of 
Claim 19 x erbatim in describing the i-ecombinant expression construct and refers to a 
transgenic plant or plant cell. 



■\s noted m CM' R. 1 .606. all chnms that ^'define the sante patentable in\enti on 
ai. the count hhall be designated as corresponding to the C(.)unl" and "an\- single patent claim 
w ill be presumed. . .not to contain separate patentable im entions." 

PRQPQSIiI) CX)UN r 1 

Cdaims 20-36 depend from claim 19 m U.S. Patent No. 5,929,304. Additionally, as 
explained above, claims 1. 40 and 59 are not patentable o\'er the corresponding generic 
claim 19 as the\- mereh' recite related species of claim 19. 'I hus. appl\ ing the pro\ iMons of 

CM-.R. ^ 1.606 to these claims, claims 1-1 S. 20-39. 40-54. and 59-"^3 in the -304 Patent are 
dn-ected to the ^ame iiu ention. .\ccoi\iingl> . claims 1-1 S. 20-39. 40-54 and 59-"'3 should Ix* 
designated as corrcsj^onding to Proposed Count 1. 

.•\pi:>licants" new claim 2 should also be designated as corresponding to Proposed 
C \nint 1 . a< this claim J.et Ine^ die -ame iinenlion acclaims 1 - 1 S. 20-^^9. 40^54 and ."^9-^ > of 
;!-c Paicni. 



C LALMS TO BK DKSK.NATKl) 
AS C ORRKSPONDINC TO THE COIM S 



l'[:l!C :o :i] op: icl\ ol liic Propo^LM C oi!;"!!. tiic 



patcniabililN ot"an\' claim dLiiiiig ihc picl iniinar\ nu)tion pci'iod iii an inlcrici\'ncc. or 
i>ihcr\\ 

KM n i.KMKM TO KAKLIKR 
Ml DA I F I NDFR 35 r.S.( . ^ 120 

Applicants spec i Ilea lion claims tiic bene 111 of earlier- 11 led related applications. 
Applicants are of the \ iew tha the\' are entitled to the benefit of their parent application> 
datmu back to I'ebruar\- 26, 19S8. 

(OMIMJANC F \\H H 37 (\F.R. ^ 1.607(a) 

1 his [-eqiiest tor interference complies w ilh the i-eqLiircmcnls of 37 CM-.R. 1.607(a) 
( 1 ) 'Hie patent is identilled as I'.S. !\itent No. 5.929.304 to Radm et al : 

(2) At least one proposed count has been presented: 

(3) (7laims m the "304 Patent corres(H)ndini2 the Proposed ("t)unt: 

(a) Claims 1-54 and 59-73 m the '304 Patent should be dcsi unat cd as 
con"esponding to Proposed C\)unt 1: 

(4) AppH cants' claims correspond inii to each I^roposed Count: 

(a) Applicants' claim 2 should be designated as corresponding to 
l^roposed C\>unt 1 : 

(5) Applicants" claims 2 has been applied to the subject application. 
Applicants respectfully request that an interference be expeditiously declared with 

L'.S. Patent 5,929,304. Applicants further request that they be accorded benefit of the filing 
I'.S. Serial No. 07 170.771. filed February 26. 19S8. 

A showing under 37 C.P7R. >^ 1 .60S{b) is not required, becatise .Applicants' e f fee ti\'e 
fihng date of bcbi-uar\ 2(). 19.SS antcdate> the date ol\Scptember 14. 1995. which is the 
earUest date that could possiblx' be accorded to I'.S. Patent 5.929.304. Applicants do not 
cuiiccdiC liiai ihc palcnlcc- of liic "3()4 Patent ai'c cninlcd U> liie filing dale caiiicr then 
Sc[neinbcr 14. \^)')^. ihc da'.c ol" ihcii' pvo \ i-ional Anplica: lo'i No, ()() ni 1 3 




Altoi"iK'\ ' > I )oc 




The ( \)ninii>>ionci' is hci-cb\ aulhori/cd to charLic ai\\' Icc or Lindcrpa\ hk'HI. ov crcJil 



an\ t)\ crpa\ nicnl. lo ihc i K>\\ rc\' Simon DcpoMl Account No, ()N->()3s lor an\ mattci" in 
connection with thi^ comnuinicatioii. mcludinu an\ tec toi" cxtcnMon ol'timc which nia\ be 
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required. 



Respectfully submitted. 



Dated: July 26, 2000 




Albert P. Ilallum 



Reu. 



No. 25,22:^ 



